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Registrations Subject to the filing

Registration No 3519794 Registration date 10/21/2008

Registrant Color Image Apparel, Inc.
6670 Flotilla Street
Commerce, CA 90040
UNITED STATES

Goods/Services Subject to the filing

Class 025. First Use: 2000/01/01 First Use In Commerce: 2000/01/01
All goods and services in the class are requested, namely: Women's clothing, namely, tee shirts,
short sleeve shirts, long sleeve shirts, tank tops, fleece tops, fleece pants, shirts, pants, yoga pants,
capri pants, shorts, bras, underwear, camisoles, sweatshirts, polo shirts, and jackets

Registration No 2895709 Registration date 10/19/2004

Registrant Color Image Apparel, Inc.
6670 Flotilla Street
Commerce, CA 90040
UNITED STATES

Grounds for filing The registered mark has been abandoned.

Goods/Services Subject to the filing

Class 025. First Use: 2000/01/01 First Use In Commerce: 2000/01/01
Requested goods and services in the class: [ MEN'S, ] WOMEN'S AND CHILDREN'S CLOTHING,
namely, [ JEANS, ] DRESSES, SKIRTS, [ MINISKIRTS, ] SHORTS, PANTS, [ SLACKS,
TROUSERS, SUITS, PANTSUITS, ] JACKETS, SWEATERS, [ CARDIGANS, PULLOVERS, COATS,
SPORT COATS, BLOUSES, VESTS, BLAZERS, OVERALLS, ] SWEATSHIRTS, SWEATPANTS, [
SWEATSHORTS, ] SWEATSUITS, SHIRTS, [ POLO SHIRTS, ] KNIT SHIRTS, SPORT SHIRTS,
TEE-SHIRTS, COTTON SHIRTS, TOPS, TANK-TOPS, [ HALTER TOPS, ] KNIT TOPS, [ WOVEN
TOPS, BODYSUITS, ] CAMISOLES [, PAJAMAS, JUMPSUITS, SWIM SUITS, SWIMWEAR,
SOCKS, GLOVES; CLOTHING ACCESSORIES, namely, BELTS, SCARVES, HATS, CAPS AND

http://estta.uspto.gov


VISORS; FOOTWEAR, namely, LOAFERS, ESPADRILLES, SANDALS, THONGS, MULES,
PUMPS, ATHLETIC SHOES, SLIPPERS, BOOTS, BEACH FOOTWEAR ]
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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 

In the matter of Trademark Application Serial No.: 85/166,228 
For the Trademark: BELLA BIRD 
Published in the Official Gazette on June 28, 2011 
______________________________________ 

Color Image Apparel, Inc., a California 
corporation, 
 
 Opposer, 

v.       Opposition No. 91200488 

DownEast Outfitters, Inc., a Utah corporation 

 Applicant. 

______________________________________ 

ANSWER 

COMES NOW Applicant DownEast Outfitters, Inc. (“DownEast”), by and through its 

counsel, Strong & Hanni, and asserts that Opposer Color Image Apparel, Inc. (“Opposer”) will 

not be damaged by the registration of the mark BELLA BIRD shown in Application Serial No. 

85/166,228, and further, responds to Opposer’s Notice of Opposition (“Opposition”) in the 

above-captioned action as follows: 

FIRST AFFIRMATIVE DEFENSE  

 Opposer’s Opposition fails to state a claim upon which relief can be granted. 

SECOND AFFIRMATIVE DEFENSE  

 DownEast answers the individually numbered paragraphs of Opposer’s Opposition as 

follows: 
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1. DownEast is without information sufficient to either admit or deny paragraph 1 of 

the Opposition and on that basis denies each and every allegation contained in paragraph 1. 

Opposer has provided no proof of its allegation in paragraph 1 of the Opposition. In addition, the 

phrase “many years” is vague and ambiguous in that a proper response is not possible. 

2. DownEast is without information sufficient to either admit or deny paragraph 2 of 

the Opposition and on that basis denies each and every allegation contained in paragraph 2. 

DownEast further states that Opposer has not provided any proof of advertising or continuous 

use of the trademark BELLA. 

3. DownEast denies each and every allegation contained in paragraph 3. DownEast 

affirmatively alleges that the word BELLA is a Latin derivative meaning “beautiful” in Romance 

languages such as Italian and Spanish that is frequently used as a female name. Indeed, the word 

BELLA is widely used in marks associated with all types of goods, including women’s clothing, 

with approximately 1800 trademark registrations as well as countless unregistered uses of the 

word related to goods and services. Moreover, a review of the USPTO database demonstrates 

that there are many registered marks in International Class 25 with the word “bella” in the name. 

A preliminary search revealed that there are approximately 96 live registered trademarks with the 

word “bella” associated with clothing in International Class 025. (A copy of the USPTO 

trademark database search results is attached hereto as Exhibit A.) In addition, other classes such 

as 014, 033 and 035 also contain numerous registered marks with the word “bella” in the name. 

For example, there are 46 live registered trademarks and many pending marks which use the 

word “bella” associated with wine in International Class 033. (A copy of the USPTO trademark 

database search results is attached hereto as Exhibit B.) In addition, there are 54 live registered 

trademarks and many pending marks which use the word “bella” associated with jewelry in 
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International Class 014. (A copy of the USPTO trademark database search results is attached 

hereto as Exhibit C.) The large number of registered and unregistered trademarks using the word 

“bella” clearly demonstrates that the public does not associate the word BELLA with the 

Opposer’s goods. Consequently, BELLA is an inherently weak and merely laudatory mark when 

applied to clothing or any other product and will not cause any confusion between DownEast’s 

and the Opposer’s goods. 

4. DownEast is without information sufficient to either admit or deny paragraph 4 of 

the Opposition and on that basis denies each and every allegation contained in paragraph 4.  

5. DownEast denies each and every allegation contained in paragraph 5 and 

affirmatively alleges that the public and trade do not recognize Opposer’s products as emanating 

from one source. 

6. DownEast denies each and every allegation contained in paragraph 6 and 

affirmatively alleges that consumers do not associate the word BELLA with Opposer’s products. 

Rather, the word BELLA is so widely and commonly used that consumers understand that it is 

used by many sources of clothing goods and therefore do not associate every item of clothing 

with the word BELLA in its name to be from the same source.  

7. DownEast states that the listed registrations speak for themselves and on that 

basis denies each and every allegation contained in paragraph 7.  

8. DownEast denies each and every allegation contained in paragraph 8 and 

affirmatively alleges that Opposer does not own a family of well-established marks. 

9. DownEast states that the listed registrations and applications speak for themselves 

and on that basis denies each and every allegation contained in paragraph 9.  



4 
 

10. DownEast is without information sufficient to either admit or deny paragraph 10 

of the Opposition and on that basis denies each and every allegation contained in paragraph 10.  

11. DownEast admits that it seeks to register BELLA BIRD as a trademark in 

International Class 25 for blouses, dresses, shirts, and skirts but denies all other allegations 

contained in paragraph 11. 

12. DownEast denies each and every allegation contained in paragraph 12. DownEast 

affirmatively alleges that the goods which contain the BELLA BIRD mark are marketed, 

advertised, promoted, and sold through different channels of trade and to different kinds of 

customers than Opposer’s goods.  

13. DownEast denies each and every allegation contained in paragraph 13. DownEast 

further states that “bella” is an everyday word, associated in the minds of consumers with many 

different brands, goods, and services. Consequently, consumers do not associate the word 

BELLA exclusively with Opposer’s products. Indeed, the use of the word BELLA is similar to 

the use of many other common words for women’s clothing, including “beautiful”, “chic”, 

“foxy”, or “luxury”. The public and consumers are prepared to see such names and symbols used 

in a variety of contexts and on multiple goods in the same class, including women’s clothing. 

Given the widespread use of the word BELLA in conjunction with a multitude of goods and 

services, it is a weak indicator of a single company or a single source. Accordingly, the inclusion 

of the word BELLA in the name BELLA BIRD would not cause a consumer to believe it is 

endorsed by or connected with Opposer’s marks. 

14. DownEast denies each and every allegation contained in paragraph 14. DownEast 

affirmatively alleges that the public is well aware that the word BELLA is commonly associated 
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with women’s clothing originating from different sources and does not associate the word 

BELLA exclusively with Opposer’s products. 

15. DownEast denies each and every allegation contained in paragraph 15. DownEast 

further states that its mark is different in sight, sound and meaning from that of Opposer’s 

registrations.  

16. DownEast denies each and every allegation contained in paragraph 16. 

17. DownEast denies each and every allegation contained in paragraph 17.  

18. DownEast states that the Trademark Trial and Appeal Board’s authority is 

statutorily granted and that those statutes speak for themselves. On that basis, DownEast denies 

each and every allegation contained in paragraph 18. 

THIRD AFFIRMATIVE DEFENSE  

DownEast denies each and every allegation set forth in the Opposition not expressly 

admitted herein. 

FOURTH AFFIRMATIVE DEFENSE  

Opposer’s claims against DownEast are barred by the applicable statute of limitations 

and/or the doctrines of laches, estoppel, and/or waiver. 

FIFTH AFFIRMATIVE DEFENSE  

Opposer does not use the marks listed in the Opposition in connection with goods and/or 

services. 

SIXTH AFFIRMATIVE DEFENSE  

Opposer’s marks and DownEast’s BELLA BIRD mark are in no way confusingly similar 

as is evident by the Trademark Office’s approval of Applicant’s mark for publication. 
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SEVENTH AFFIRMATIVE DEFENSE  

Opposer’s marks using the word BELLA are not famous. 

EIGHTH AFFIRMATIVE DEFENSE  

Consumers do not associate the word BELLA with Opposer or Opposer’s goods. 

NINTH AFFIRMATIVE DEFENSE  

DownEast’s BELLA BIRD mark does not create the impression that its goods are 

licensed, sponsored or approved by Opposer. 

TENTH AFFIRMATIVE DEFENSE  

Consumers are not likely to be confused by DownEast’s BELLA BIRD mark and 

Opposer’s marks using the word BELLA. 

ELEVENTH AFFIRMATIVE DEFENSE  

DownEast does not market, advertise or promote its goods bearing the BELLA BIRD 

mark through the identical or similar channels of trade as used by Opposer to market, advertise 

or promote its goods. 

TWELFTH AFFIRMATIVE DEFENSE  

DownEast does not market, advertise or promote its goods bearing the BELLA BIRD 

mark to the same type of consumers that purchase Opposer’s goods using the word BELLA. 

THIRTEENTH AFFIRMATIVE DEFENSE  

There is no actual confusion in the minds of consumers between DownEast’s BELLA 

BIRD mark and Opposer’s marks containing the word BELLA. 

FOURTEENTH AFFIRMATIVE DEFENSE  

There is no likelihood of confusion between DownEast’s BELLA BIRD mark and 

Opposer’s marks containing the word BELLA. 
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FIFTEENTH AFFIRMATIVE DEFENSE  

Opposer has suffered no harm and will suffer no harm from DownEast’s BELLA BIRD 

mark. 

SIXTEENTH AFFIRMATIVE DEFENSE  

 There is no likelihood of confusion between DownEast’s BELLA BIRD mark and 

Opposer’s marks due to difference in appearance and type of goods sold in connection with the 

marks. 

WHEREFORE, having fully responded to the allegations set forth in the Opposition, 

DownEast prays for judgment against Opposer and for an order that the Opposition be dismissed 

in its entirety with prejudice and that its Application be allowed to mature for registration; for an 

award of reasonable attorneys’ fees incurred in the defense of this action; and for such other 

further relief as is just and proper as determined by the Board. 

 
COUNTERCLAIMS OF DOWNEA ST OUTFITTERS, INC.  

AGAINST OPPOSER COLOR IMAGE APPAREL, INC. 
 

Registration No. 2,895,709   Counterclaim for Cancellation No. ___________ 
Issued October 19, 2004 
Registrant: Color Image Apparel, Inc. 
Mark: BELLA 
 
Registration No. 3,519,794 
Issued October 21, 2008 
Registrant: Color Image Apparel, Inc. 
Mark: BELLA 

 
 

COUNTERCLAIM NO. 1  
(Partial Cancellation of Opposer’s Registration  

No. 2,895,709 for the mark BELLA) 
 

1. Opposer Color Image Apparel, Inc. (“Opposer”) alleges in its Notice of 

Opposition that it is the owner of Registration No. 2,895,709 issued on October 19, 2004, and 
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which issued from Application Serial No. 78/306,447 filed on or about September 28, 2003 for 

the mark BELLA, in connection with: 

WOMEN’S AND CHILDREN’S CLOTHING, namely, DRESSES, SKIRTS, 
SHORTS, PANTS, JACKETS, SWEATERS, SWEATSHIRTS, SWEATPANTS, 
SWEATSUITS, SHIRTS, KNIT SHIRTS, SPORT SHIRTS, TEE-SHIRTS, 
COTTON SHIRTS, TOPS, TANK-TOPS, KNIT TOPS, CAMISOLES. 
 
2. On information and belief, DownEast alleges that, contrary to the signed 

declaration supporting the filing of Application Serial No. 78/306,447, the mark BELLA has not 

been used on all of the goods identified in said application as of the filing date of said application 

and  is not currently being used or was abandoned by Opposer in commerce. 

3. On information and belief, Opposer has not made a bona fide use in commerce 

and is not currently using the BELLA mark in commerce to support the registration of the 

BELLA mark in connection with dresses, skirts, shorts and pants. 

4. DownEast’s application for the BELLA BIRD mark includes dresses and skirts in 

the description of goods associated with the mark.  

5. DownEast is damaged by the inclusion of “dresses, skirts, shorts, pants” in 

Registration No. 2,895,709 based upon Opposer’s opposition to DownEast’s BELLA BIRD 

application for likelihood of confusion. 

6. Therefore, pursuant to Trademark Act §18 and 15 U.S.C. § 1068, DownEast seeks 

a partial cancellation of Registration 2,895,709 deleting the items dresses, skirts, shorts and pants 

from the registration therein in order to avoid a likelihood of confusion with DownEast’s 

BELLA BIRD mark.  
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COUNTERCLAIM NO. 2  
(Partial Cancellation of Opposer’s Registration 

No. 3,519,794 for the mark BELLA) 
 

7. Opposer alleges in its Notice of Opposition that it is the owner of Registration No. 

3,519,794 issued on October 21, 2008, and which issued from Application Serial No. 77/423,400 

filed on or about March 17, 2008 for the mark BELLA, in connection with: 

Women's clothing, namely, tee shirts, short sleeve shirts, long sleeve shirts, tank 
tops, fleece tops, fleece pants, shirts, pants, yoga pants, capri pants, shorts, bras, 
underwear, camisoles, sweatshirts, polo shirts, and jackets. 
 
8. An application under section 1(a) of the Trademark Act must include one 

specimen showing the mark as used on or in connection with the goods. 

9. The specimen submitted by Opposer in its Application Serial No. 77/423,400 

does not show use of the mark on the actual goods but is more in the nature of an advertisement 

for the goods.  

10. Therefore, registration of Application Serial No. 77/423,400 was not proper and 

should be cancelled. 

11. In the alternative, on information and belief, DownEast alleges that, contrary to 

the signed declaration supporting the filing of Application Serial No. 77/423,400, the mark 

BELLA has not been used on the goods identified in said application as of the filing date of said 

application and is not currently being used by Opposer in commerce except for advertisement 

purposes as demonstrated by their specimen. Consequently, registration of Application Serial 

No. 77/423,400 is improper and should be cancelled. 

12. DownEast is damaged by Registration No. 3,519,794 based upon Opposer’s 

opposition to DownEast’s BELLA BIRD application. 
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13. Therefore, DownEast seeks a cancellation of Registration No. 3,519,794 based 

upon the incomplete Application Serial No. 77/423,400, or in the alternative, Opposer’s failure 

to use the mark on the goods identified in commerce.  

WHEREFORE, DownEast believing that it will be damaged by the continued registration 

of Opposer’s above-referenced BELLA marks in their current form, hereby prays: (1) that this 

Counterclaim be sustained; (2) Registration No. 2,895,709 be cancelled in part to remove the 

words “dresses, skirts, shorts, pants” from the classification of goods; (3) Registration No. 

3,519,794 be cancelled in full; and (4) that DownEast be granted such other and further relief as 

may be just.  

Date: August 15, 2011.  

      Respectfully submitted, 
      DownEast Outfitters, Inc.  
 
            
      /Casey W. Jones/_ 
      Michael L. Ford 

Casey W. Jones 
      Strong & Hanni 
      Attorneys for Applicant  
      3 Triad Center, Suite 500 
      Salt Lake City, UT 84180 
      Tel: (801) 532-7080 
      Fax: (801) 596-1508 
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CERTIFICATE OF MAILING AND SERVICE 

 I certify that on August 15, 2011, the foregoing ANSWER is being electronically 

transmitted through the ESTTA system to: 

  Trademark Trial and Appeal Board 
  Alexandria, VA  22313 
 
 It is further certified that on August 15, 2011, the foregoing ANSWER is being served by 

mailing a copy thereof by first-class mail addressed to: 

   
  Lindsay J. Hulley 
  Tressler, LLP 
  18100 Von Karman, Suite 800 
  Irvine, CA 92612 
  Attorneys for Opposer 
   
 
      By:_/Casey W. Jones/___ 
             Michael L. Ford 

       Casey W. Jones 
             Strong & Hanni 
                             3 Triad Center, Suite 500 
             Salt Lake City, Utah 84180 
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